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APPEAL BRIEF 

SIR/MADAM: 

This Appeal Brief is submitted in support of the Notice of 
Appeal filed on September 27, 2005. The Appeal was taken from the 
Final Rejection dated June 22, 2005. 

I. REAL PARTY IN INTEREST 

Glenn Petkovsek is the real party in interest in this Appeal. 
No assignment has been filed or recorded in the U.S. Patent Office 
regarding ownership interest of this application. 

II. RELATED APPEALS AND INTERFERENCES 

No other appeals or interferences are known to Appellant or 
Appellant's legal representative which will directly affect, be 
directly affected by, or have a bearing on the Board' s decision in 
this appeal. 

III. STATUS OF CLAIMS 

Claims 1-18 are pending in this patent application. A copy 
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of the claims is appended hereto as the Appendix. Claims 1-18 were 
finally rejected by the Examiner in a Final Rejection dated June 
22, 2005 and are hereby on appeal. The Final Rejection is appended 
hereto as Exhibit A of the Supplemental Appendix. 

IV. STATUS OF AMENDMENTS 

All amendments have been entered in this patent application. 
No amendments to the claims were made after the Final Rejection. 
V. SUMMARY OF CLAIMED SXJBJECT MATTER 

The present invention generally relates to a system and a 
method for assisting in the process for generating and satisfying 
requirements for mailing communications. More specifically, the 
present invention relates to a system and a method from which 
customers may interact on a computer network with a database to 
generate a communication that complies with requirements for 
delivery of mail by a special service. 

Independent Claim 1 defines a system to assist a user with 
preparation and mailing of a communication requiring delivery by a 
special service wherein the special service has fees associated 
with postage and services to effect the delivery by the special 
service. Claim 1 requires a computer accessible site that 
automatically provides the preparation of the communication 
requiring the delivery by the special service and automatic payment 
of the fees associated with the postage and the services required 
to effect the delivery by the special service. Further, Claim 1 
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requires a computer for accessing the computer accessible site via 
a computer network. Still further, Claim 1 requires a database 
accessible by the computer via the computer network wherein the 
database is remotely located with respect to the computer. 
Moreover, Claim 1 requires that the database store the 
communication, store instructions to assist the user to complete 
the communication, store criteria regarding selection of the 
special service appropriate for the delivery of the communication 
and store requirements to effect the delivery of the communication 
by the special service. Furthermore, Claim 1 requires that the 
communication in the database is selected via the computer and 
further wherein the communication is automatically prepared in 
compliance with the requirements of the delivery by the special 
service. In addition. Claim 1 requires that the communication is 
automatically mailed by the special service via the computer 
accessible site. (Page 10, lines 29-33; page 11, lines 24-33; page 
12, lines 1-16; and page 13, lines 8-16) . 

Independent Claim 12 defines a method for assisting with 
preparation and automatic mailing of a communication requiring 
delivery by a special service. Further, Claim 12 requires 
providing a computer-accessible site. Still further. Claim 12 
requires providing a database accessible by a user via the 
computer-accessible site wherein the database is remotely located 
with respect to the user wherein the database stores instructions 
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to assist the user to complete the conununication, stores criteria 
regarding selection of the special service appropriate for the 
delivery of the communication, stores requirements to effect the 
delivery of the communication by the special service, stores the 
communication, and stores a directory of mailing addresses wherein 
the directory of mailing addresses is accessed to confirm an 
address of a recipient of the communication. Moreover, Claim 12 
requires inputting information into the database regarding 
demographics of the user via the computer-accessible site wherein 
the requirements to effect the delivery of the communication by the 
special service are based on the demographics of the user. (Page 
10, lines 11-24; and page 12, lines 9-16) 

Furthermore, Claim 12 requires selecting the communication 
in the database via the computer-accessible site. In addition. 
Claim 12 requires selecting a geographical region within which the 
communication is to be delivered. Further, Claim 12 requires 
preparing the communication according to selection of the 
geographical region. Still further. Claim 12 requires 

automatically mailing the communication by the special service 
based on the requirements to effect the delivery of the 
communication by the special service. Moreover, Claim 12 requires 
generating fees, postage costs, and special service mail provider 
costs and automatically paying the fees. (Page 10, lines 11-24; 
and page 13, lines 8-11) 
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VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 



1. Claims 1-18 were rejected under 35 U.S.C. §103 (a) as being 
obvious to one having ordinary skill in the art at the time of 
Appellant's invention over Greco et al. (U.S. Patent Application 
No. 2002/0120680) in view of Heston (U.S. Patent Application No. 
2002/0019741) . See Greco et al. attached as Exhibit B of the 
Supplemental Appendix and Heston attached as Exhibit C of the 
Supplemental Appendix. 

VII. ARGUMENT 

A. THE CITED REFERENCES AND 
REJECTIONS OF CLAIMS 1-18 

Independent Claims 1 and 12 and dependent Claims 2-11 and IS- 
IS stand rejected under 35 U.S.C. §103 (a) as being unpatentable 
over Greco et al. in view of Heston. 

In the Final Rejection, the Examiner stated: 

Greco et al. teaches a method and system for 
providing electronic document services, comprising: 
Claims 1 and 12, 

providing a service provider server and 
user (client) computer... 

providing a database accessible by the 

user. . . 

inputting user unique information into 
the database via the user computer... utilizing 
demographic and/or geographical information... 

selecting a type of communication by one 
of the users . . . 

automatically delivering an item by one 
of said document-related services ... [and] 

generating and transferring user fees, 
postage costs, and special service mail provider 
costs [0097] . 
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However, Greco does not specifically teach 
that said forms include forms, which are used for 
creation [of] said document (communication) . 



Further, the Examiner stated that: 

Heston teaches a method and system for performing legal 
services over the internet, wherein a client is presented 
with a choice of legal documents to be created. In use, 
the client selects the legal document that he wants to 
prepare, and enters into the legal document form 
necessary information to create the legal document. 

(See Final Rejection, Pages 2 and 3 of Exhibit A of the 
Supplemental Appendix.) 

B. CLAIMS 1-18 WOULD NOT HAVE BEEN OBVIOUS TO 

ONE OF ORDINARY SKILL IN THE ART AT THE TIME OF 
APPELLANT'S INVENTION IN VIEW OF GRECO ET AL. AND 
FURTHER IN VIEW OF HESTON, TAKEN SINGLY OR IN COMBINATION 

With respect to the rejection of Claims 1-18 under 35 U.S.C. 
§103 (a) as being unpatentable over Greco at al. in view of Heston, 
Appellant respectfully submits that the claims distinctly define 
the present invention from Greco et al. and Heston, taken singly or 
in combination, for the reasons that follow. 

Independent Claim 1 requires a database that stores the 
communication, stores instructions to assist the user to completely 
prepare the communication, stores criteria regarding selection of 
the special service appropriate for the delivery of the 
communication and stores requirements to effect the delivery of the 
communication by the special service. Further, Claim 1 requires 
that the communication is automatically prepared in compliance with 
the requirements of the delivery by the special service and is 
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automatically mailed by the special service via the computer 
accessible site. 

Independent Claim 12 requires providing a database accessible 
by a user via the computer-accessible site that stores instructions 
to assist the user to completely prepare the communication, stores 
criteria regarding selection of the special service appropriate for 
the delivery of the communication, stores requirements to effect 
the delivery of the communication by the special service^ stores 
the communication, and stores a directory of mailing addresses that 
is accessed to confirm an address of a recipient of the 
communication. Further, Claim 12 requires automatically mailing 
the communication by the special service, generating fees and 
automatically paying the fees. 

Contrary to the assertions of the Examiner, Greco et al. 
merely teach or suggest electronic document services that utilize 
a database that ^'may include multiple entries that contain a user 
identification data (ID) field 710 and user data field 720. The 
user ID field 710 may contain an identifier that uniquely 
identifies the user. The user data field 720 may include one or 
more subfields... a link information field 722, a service provider 
information field 724, and possibly a permissions field 726." 
Further, Greco et al. teach that the link information field 722 
contains links to web sites maintained by service providers, the 
service provider information field 724 contains information about 
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the type of service, etc. provided by service providers, and the 
permissions field 726 contains information about the permissive 
uses of services by each user. 

Contrary to the assertions of the Examiner, Heston merely 
teaches or suggests a system and method for rendering legal 
services that utilizes a database for storing and retrieving 
information that is manipulated by program logic. Further, the 
database stores legal forms and topical or legal area information. 

Neither Greco et al. nor Heston, taken singly or in 
combination, teaches or suggests a database that stores the 
communication, stores instructions to assist the user to completely 
prepare the communication, stores criteria regarding selection of 
the special service appropriate for the delivery of the 
communication and stores requirements to effect the delivery of the 
communication by the special service, as required by Claim 1. 
Further, neither Greco et al. nor Heston, taken singly or in 
combination, teaches or suggests that the communication is 
automatically prepared in compliance with the requirements of the 
delivery by the special service and automatically mailed by the 
special service via the computer accessible site, as required by 
Claim 1. Greco et al. merely teach providing a document to one or 
more service providers for performing a selected document service. 
Heston merely teaches creating a legal document over the Internet. 
Therefore, neither Greco et al. nor Heston, taken singly or in 
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combination, teaches or suggests a database that stores the 
communication, stores instructions to assist the user to completely 
prepare the communication, stores criteria regarding selection of 
the special service appropriate for the delivery of the 
communication and stores requirements to effect the delivery of the 
communication by the special service, as required by Claim 1. 

Moreover, neither Greco et al, nor Heston, taken singly or in 
combination, teaches or suggests the step of providing a database 
accessible by a user via the computer-accessible site that stores 
instructions to assist the user to completely prepare the 
communication, stores criteria regarding selection of the special 
service appropriate for the delivery of the communication, stores 
requirements to effect the delivery of the communication by the 
special service, stores the communication, and stores a directory 
of mailing addresses that is accessed to confirm an address of a 
recipient of the communication, as required by Claim 12. Greco et 
al. merely teach a toolbar having activation buttons which perform 
different functions. Greco et al. fail to teach or suggest storing 
criteria regarding selection of the special service appropriate for 
the delivery of the communication or storing requirements to effect 
the delivery of the communication by the special service, as 
required by Claim 12. Heston fails to teach what is not taught by 
Greco et al, Heston merely teaches legal forms available on a 
database. Therefore, neither Greco et al, nor Heston^ taken 
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singly or in combination, teaches or suggests the step of providing 
a database accessible by a user via the computer-accessible site 
that stores instructions to assist the user to completely prepare 
the communication, stores criteria regarding selection of the 
special service appropriate for the delivery of the communication, 
stores requirements to effect the delivery of the communication by 
the special service, stores the communication, and stores a 
directory of mailing addresses that is accessed to confirm an 
address of a recipient of the communication, as required by Claim 
12. 

Furthermore, neither Greco at al. nor Heston, taken singly or 
in combination, teaches or suggests the steps of automatically 
mailing the communication by the special service, generating fees 
and automatically paying the fees, as required by independent Claim 
12. Contrary to the assertions of the Examiner, Greco et al,, 
paragraph 97, merely teach: "The server 120 may also consolidate 
the fees incurred for various document-related services requested 
by the user and provide a periodic (e.g., monthly bill to the user. 
The bill may itemize the various services to aid the user in 
indentifying the costs." Heston merely teaches transmitting 
information between a client and a legal entity over an electronic 
network. Therefore, neither Greco et ai. nor Heston, taken singly 
or in combination, teaches or suggests the steps of automatically 
mailing the communication by the special service, generating fees 
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and automatically paying the fees, as required by independent Claim 
12. 

Moreover, a person of ordinary skill in the art would never 
have been motivated to combine Greco et al. with Heston in the 
manner suggested by the Examiner in formulating the rejection under 
35 U.S.C. §103(a). Appellant submits that the Examiner is merely 
"piece-mealing" references together, providing various teachings 
and positively defined limitations of Appellant's calendar, method 
for recording information and calendar kit to deprecate the claimed 
invention. Of course, hindsight reconstruction of Appellant's 
invention is impermissible. 

With the analysis, of the deficiencies of Greco et al. and 
Heston in mind, no reason or suggestion in the evidence of record 
exists why one of ordinary skill in the art would have been led to 
combine Greco et al. and Heston in the manner suggested by the 
Examiner in formulating the rejection under 35 U.S.C. §103(a). 
Therefore, prima facie obviousness has not been established by the 
Examiner as required under 35 U.S.C. §103(a). 

It is submitted that the question under §103 is whether the 
totality of the art would collectively suggest the claimed 
invention to one of ordinary skill in this art. In re Simon . 461 
F.2d 1387, 174 USPQ 114 (CCPA 1972). 

Appellant further submits that one having ordinary skill in 
the art at the time of Appellant's invention would never have been 
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motivated to combine Greco et al. and Heston in the manner 
suggested by the Examiner in formulating the rejection under 35 
U.S.C. §103 (a) . 

That elements, even distinguishing elements, are disclosed in 
the art is alone insufficient. It is common to find elements 
somewhere in the art. Moreover, most, if not all, elements perform 
their ordained and expected functions. The test is whether the 
invention as a whole, in light of the teachings of the references 
in their entireties, would have been obvious to one of ordinary 
skill in the art at the time the invention was made. Connell v. 
Sears, Roebuck & Co., 722 F.2d 1545, 220 USPQ 193 (Fed. Cir. 1983). 

Appellant submits that the Examiner has merely located 
components of Appellant's claimed invention. However, that the art 
disclosed components of Appellant's claimed invention, either 
separately or used in other combinations, is insufficient. A 
teaching, suggestion, or incentive must exist to make the 
combination made by Appellant. Interconnect Planning Corp. v. 
Fell, 114 F. 2d 1132, 1143, 227 USPQ 543, 551 (Fed. Cir. 1988). 
Even assuming that one having ordinary skill in the art could 
somehow have combined Greco . et al. and Heston as set forth by the 
Patent Office, the resultant combination still lacks the novel 
elements and steps positively recited in Claims 1 and 12, 
respectively. 

Moreover, most, if not all, elements perform their ordained 
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and expected functions. The test is whether the invention as a 
whole, in light of the teachings of the references in their 
entireties, would have been obvious to one of ordinary skill in the 
art at the time the invention was made. Connell v. Sears jr Roebuck 
& Co., 722 F.2d 1542, 220 USPQ 193 (Fed. Cir. 1983). 

With respect to Claim 5, a means for generating addresses 
necessary for delivery based on information input by the user is 
required. Neither Greco et al. nor Heston, taken singly or in 
combination, teaches or suggests a means for generating addresses 
necessary for the delivery of information, as required by Claim 5. 
Greco et al. merely teach "the address book management service 
button 450 may initiate a function to manage personal and business 
information of a user." Heston merely teaches "the web site may 
automatically send correspondence to the e-mail address set up by 
the legal entity." Therefore, neither Greco et al. nor Heston, 
taken singly or in combination, teaches or suggests a means for 
generating addresses necessary for the delivery of information, as 
required by Claim 5. 

Claim 7 requires means for suggesting mailing requirements 
based on information input by the user. Neither Greco et al. nor 
Heston, taken singly or in combination, teaches or suggests a means 
for suggesting mailing requirements based on information input by 
the user, as required by Claim 7. Heston merely teaches that the 
client may select consultation by telephone, email or in-office. 
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Greco et al, merely teach an overnight courier service button which 
may initiate overnight delivery of a document. Therefore, neither 
Greco et al. nor Heston, taken singly or in combination, teaches or 
suggests a means for suggesting mailing requirements based on 
information input by the user, as required by Claim 7. 

Claim 8 requires a means for computing postage costs and fees 
to the user associated with the delivery by the special service - 
Neither Greco et al. nor Heston, taken singly or in combination, 
teaches or even remotely suggests a means for computing postage 
costs and fees to the user associated with the delivery by the 
special service, as required by Claim 8. Contrary to the 
assertions of the Examiner, Greco et al., at paragraph 97, merely 
teach: ''The server 120 may also consolidate the fees incurred for 
various document-related services requested by the user and provide 
a periodic (e.g., monthly bill to the user. The bill may itemize 
the various services to aid the user in indentifying the costs." 
Heston merely teaches ''payment for services can be configured by 
the legal entitiy." Therefore, neither Greco et al, nor Heston, 
taken singly or in combination, teaches or even remotely suggests 
a means for computing postage costs and fees to the user associated 
with the delivery by the special service, as required by Claim 8. 

Claim 9 requires a means for contacting a supplier necessary 
to complete the delivery of the communication by the special 
service. Neither Greco et al. nor Heston, taken singly or in 
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combination^ teaches or even remotely suggests a means for 
contacting a supplier necessary to complete the delivery of the 
communication by the special services, as required by Claim 9. 
Greco at al. merely teach that "the user may provide the document 
and the delivery instructions electronically to a secure location 
of a service provider." Heston merely teach submitting information 
from the client to a legal entity by email. Therefore, neither 
Greco et al. nor Heston, taken singly or in combination, teaches or 
even remotely suggests a means for contacting a supplier necessary 
to complete the delivery of the communication by the special 
services, as required by Claim 9. . 

Claim 13 requires determining required services for the 
delivery by the special service and costs associated with the 
delivery. Neither Greco et al. nor Heston, taken singly or in 
combination, teaches or suggests determining required services for 
the delivery by the special service and costs associated with the 
delivery, as required by Claim 13. Greco et al. merely teach "the 
bill may itemize the various services to aid the user in 
identifying costs." Heston merely teaches payment for service can 
be configured by the legal entity. Therefore, neither Greco et al. 
nor Heston, taken singly or in combination, teaches or suggests 
determining required services for the delivery by the special 
service and costs associated with the delivery, as required by 
Claim 13. 
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Claim 14 requires providing suggestions for complying with 
requests for delivery by the special service based on the 
demographics input by the user and the communications chosen by the 
user. Neither Greco et al. nor Heston, taken singly or in 
combination, teaches or suggests providing suggestions for 
complying with requests for delivery by the special service based 
on the demographics input by the user and the communications chosen 
by the user, as required by Claim 14. The Examiner merely alleges 
that Greco et al. teach providing websites of Internet-based 
document service providers. The Examiner fails to provide any 
teaching for providing suggestions for complying with requests for 
delivery by the special service based on demographic input by the 
user and the communications chosen by the user, as required by 
Claim 14. Therefore, neither Greco et al. nor Heston, taken singly 
or in combination, teaches or suggests providing suggestions for 
complying with requests for delivery by the special service based 
on the demographics input by the user and the communications chosen 
by the user, as required by Claim 14. 

Claim 15 requires generating the communication based on 
information input by the user. Neither Greco et al. nor Heston, 
taken singly or in combination, teaches or suggests generating the 
communication based on information input by the user, as required 
by Claim 15. Contrary to the assertions of the Examiner, Heston, 
at paragraph 13, merely teaches ''clients will now be able to obtain 
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on-line legal services in real time from law firms." Therefore, 
neither Greco et ai. nor Heston, taken singly or in combination, 
teaches or suggests generating the communication based on 
information input by the user, as required by Claim 15. 

Claim 17 requires providing dates and times of steps taken by 
a special service mail provider in mailing the communication. 
Neither Greco et ai. nor Heston, taken singly or in combination, 
teaches or suggests providing dates and times of steps taken by a 
special service mail provider in mailing the communication, as 
required by Claim 17. Contrary to the assertions of the Examiner, 
Greco et al., at paragraph 97, merely teach a ''bill may itemize the 
various services." Therefore, neither Greco et al. nor Heston, 
taken singly or in combination, teaches or suggests providing dates 
and times of steps taken by a special service mail provider in 
mailing the communication, as required by Claim 17. 

Claim 18 requires generating a report of actions taken by a 
special service mail provider. Neither Greco et al. nor Heston, 
taken singly or in combination, teaches or suggests generating a 
report of actions taken by a special service mail provider, as 
required by Claim 18. Contrary to the assertions of the Examiner, 
Greco et al. merely teach ''server 120 may consolidate the fees 
incurred for various document-related services requested by the 
user" (emphasis added) . Therefore, neither Greco et al. nor 
Heston, taken singly or in combination, teaches or suggests 
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generating a report of actions taken by a special service mail 
provider, as required by Claim 18. 

Appellant further submits that absolutely no teaching, 
suggestion and/or incentive exists in Heston to combine Heston with 
Greco et al. in the manner suggested by the Examiner. Therefore, 
the rejection of Claims 1-18 under .35 U.S.C. §103 (a) should be 
reversed. 

VIII. CONCLUSION 

For the foregoing reasons. Appellant respectfully submits that 
the rejection of Claims 1-18 is erroneous as a matter of law and 
fact and respectfully requests the Board to reverse the rejection. 




Attorney for Appellant 
Patents+TMS 

A Professional Corporation 
2849 W. Armitage Ave. 
Chicago, IL 60647 
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APPENDIX 

1. A system to assist a user with preparation and mailing of a 
communication requiring delivery by a special service wherein the 
special service has fees associated with postage and services to 
effect the delivery by the special service, the system comprising: 

a computer accessible site that automatically provides the 
preparation of the communication requiring the delivery by the 
special service and automatic payment of the fees associated with 
the postage and the services required to effect the delivery by the 
special service; 

a computer for accessing the computer accessible site via a 
computer network; and 

a database accessible by the computer via the computer network 
wherein the database is remotely located with respect to the 
computer wherein the database stores the communication, stores 
instructions to assist the user to complete the communication, 
stores criteria regarding selection of the special service 
appropriate for the delivery of the communication and stores 
requirements to effect the delivery of the communication by the 
special service wherein the communication in the database is 
selected via the computer and further wherein the communication is 
automatically prepared in compliance with the requirements of the 
delivery by the special service and further wherein the 
communication is automatically mailed by the special service via 
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the computer accessible site. 

2. The system of Claim 1 further comprising: 

means for inputting the information by the user. 

3. The system of Claim 1 further comprising: 

a plurality of forms stored in the database. 

4. The system of Claim 1 further comprising: 

a directory of addresses stored in the database. 

5. The system of Claim 1 further comprising: 

means for generating addresses necessary for delivery based on 
the information input by the user. 

6. The system of Claim 1 further comprising: 

means for generating the communication based on the 
information input by the user. 

7. The system of Claim 1 further comprising: 

means for suggesting mailing requirements based on the 
information input by the user. 

8. The system of Claim 1 further comprising: 

means for computing postage costs and fees to the user 
associated with the delivery by the special service. 

9. The system of Claim 1 further comprising: 

means for contacting a supplier necessary to complete the 
delivery of the communication by the special service. 

10. The system of Claim 1 further comprising: 

means for storing the information input by the user and 
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communications generated for the user. 

11. The system of Claim 1 further comprising: 
means for generating a report for the user. 

12. A method for assisting with preparation and automatic mailing 
of a communication requiring delivery by a special service, the 
method comprising the steps of: 

providing a computer-accessible site; 

providing a database accessible by a user via the computer- 
accessible site wherein the database is remotely located with 
respect to the user wherein the database stores instructions to 
assist the user to complete the communication, stores criteria 
regarding selection of the special service appropriate for the 
delivery of the communication, stores requirements to effect the 
delivery of the communication by the special service, stores the 
communication, and stores a directory of mailing addresses wherein 
the directory of mailing addresses is accessed to confirm an 
address of a recipient of the communication; 

inputting information into the database regarding demographics 
of the user via the computer-accessible site wherein the 
requirements to effect the delivery of the communication by the 
special service are based on the demographics of the user; 

selecting the communication in the database via the computer- 
accessible site; 

selecting a geographical region within which the communication 
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is to be delivered; 

preparing the communication according to selection of the 
geographical region; 

automatically mailing the communication by the special service 
based on the requirements to effect the delivery of the 
communication by the special service; 

generating fees, postage costs, and special service mail 
provider costs; and 

automatically paying the fees. 

13. The method of Claim 12 further comprising the step of: 
determining required services for the delivery by the special 

service and costs associated with the delivery. 

14. The method of Claim 12 further comprising the step of: 
providing suggestions for complying with requests for delivery 

by the special service based on the demographics input by the user 
and the communication chosen by the user. 

15. The method of Claim 12 further comprising the step of: 
generating the communication based on information input by the 

user. 

16. The method of Claim 12 further comprising the step of: 
providing the communication to the user via a display screen. 

17. The method of Claim 12 further comprising the step of: 
providing dates and times of steps taken by a special service 

mail provider in mailing the communication. 
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18. The method of Claim 12 further comprising the step of: 

generating a report of actions taken by a special service mail 
provider. 
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DETAILED ACTION 

Response to Amendment 

Amendment received on 4/01 /2005 is acknowledged and entered. Claims 1 -3 
and 12 have been amended. Claims 1-18 are currently pending in the application. 

Claim Rejections - 35 USC § 103 

The following Is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the pnor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sM in ttie art to which said subject matter pertains 
Patentability shall not be negatived by ttie manner in which the invention was made. 

Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Greco et al. (US 2002/0120680 A1) in view of Heston (US 2002/0019741 A1). 

Greco et al. (Greco) teaches a method and system for providing electronic 
document services, comprising: 
Claims 1 and 12, 

providing a service provider server and user (client) computer; said server and 
user computer are configured to communicate over the Internet; said user computer 
includes a browser to locate said service provider on the Internet [0006]; [0051]; [0089]; 

providing a database accessible by the user; said database resides in said 
service provider server remotely from the user computer [0080]; wherein said database 
contains information relating to processing and delivery of a document (communication) 
by Internet-based document-related services (special service) [0012]-[0014]; [0051]; 
said infonnation further includes delivery information and instructions [0089]; and 
identities of various service providers and links to web-sites of said various service 
providers [0084]; 
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inputting user unique information into the database via the user computer; 
wherein services recommended are selected based on a location (e.g., city, state, 
country) [0082]; [0084]; thereby indicating utilizing demographic and /or geographical 
information; 

selecting a type of communication by one of the users [0062]; [0084]; 
automatically delivering an item by one of said document-related service [0062] - 

[0069]; 

generating and transferring user fees, postage costs, and special service mail 
provider costs [0097]. 

Furthermore, Greco teaches that said server obtains necessary information from : 
the user via convenient forms provided to the user [0089]. 

However, Greco does not specifically teach that said forms include forms, which 
are used for creation said document (communication). 

Heston teaches a method and system for performing legal services over the 
Internet, wherein a client is presented with a choice of legal documents to be created. In 
use, the client selects the legal document that he wants to prepare, and enters into the 
legal document form necessary information to create the legal document [0105]; [0025]; 
[0006]. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Greco to include that said database, residing in said 
service provider server remotely from the user computer, includes forms whjch are used 
for creation of a document, as disclosed in Heston, because it would advantageously 
simplify a whole process of creation of a document and delivering it to a recipient. 
Information as to special service is non-functional language and given no patentable 
weight. Non-functional descriptive material cannot render non-obvious an invention that 
would otherwise have been obvious. See: In re Gulack 703 F.2d 1381, 1385, 217 
USPQ 401, 404 (Fed. Cir 1983) In re Dembiczaf< 175 F.3d 994, 1000, 50 USPQ2d 
1614, 1618 (Fed. Cir 1999). The specific example of non-functional descriptive material 
is provided In MPEP 2106, Section VI: (example 3) a process that differs from the prior 
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art only with respect to non-functional descriptive material that cannot alter how the 
process steps are to be performed. 

Claim 2, Greco teaches means for inputting information (260) by each of the 
users [0053]. 

Claim 3, Heston teaches a plurality of forms stored in the database, said forms 
are to be used in creation of a document [0027]. The motivation to combine Greco with 
Heston would be to advantageously simplify a whole process of creation of a document 
and delivering it to a recipient. 

Information as to wherein the users may choose any one of the plurality of forms 
is non-functional language and given no patentable weight. Claims Directed to an 
Apparatus must be distinguished from the prior art in temis of structure rather than 
function, In re Danly 263 F.2d 844, 847, 120 USPQ 582, 531 (CCPA 1959). 

A claim containing a "recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed apparatus from 
a prior art apparatus" if the prior art apparatus teaches all the structural limitations of the 
claim. Ex parte Masham, 2 USPQ2d 1657 (bd Pat. App. & Inter. 1 987). Thus the 
structural limitations of claim 3 are disclosed in Greco in view of Adams as described 
herein. Also as described the limitations of the claim 3 do not distinguish the claimed 
apparatus from the prior art. 

Furthermore, Greco teaches: 

Claim 4, a directory of addresses stored in the database [0013]; [0062J. 

Claim 5, means for generating addresses necessary for delivery based on 
information input by the user [0062]; [0071]. 

Claim 6, means for generating communications based on the information input 
by the user [0012]. 

Claim 7, means for suggesting mailing requirements based on information input 
by the user [0012]. 

Claim 8, means for computing postage costs and fees to the user associated 
with delivery by the special service [0097]. 
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Claim 9, means for contacting a supplier necessary to complete delivery of the 
communication by the special service [0046]. 

Claim 10, means storing infonnation by each of the users [0082]; [0084]. 

Claim 1 1 , means for generating a report for the user [0097]. 

Claim 13j determining required services for delivery by the special service and 
costs associated with the delivery [0012]; [0097]. 

Claim 14, providing links to web-sites of said Internet-based document-related 
service providers [0084] based on information input by the user [0012] and location 
information (e.g., city, state, country) [0082]; [0084]; thereby obviously indicating 
utilizing demographic information. 

Claim 15, Heston teaches: generating the communication based on the 
information input by the user [0013]. The motivation to combine Greco with Heston 
would be to advantageously simplify a whole process of creation of a document and 
delivering it to a recipient. 

Claim 16, Heston teaches: providing the communication to the user via a display 
screen [0010]. The motivation to combine Greco with Heston would be to 
advantageously simplify a whole process of creation of a document and delivering it to a 
recipient. 

Claim 17, Greco teaches: itemizing services taken by said Internet-based 
document-related service providers [0097]. 

Claim 18, Greco teaches: generating a report for the user [0097]. 

Response to Arguments 

Applicant's arguments filed 4/01/2005 have been fully considered but they are 
not persuasive. 

In response to the applicant's argument that the prior art does not teach a 
database that stores the communication, stores instructions to assist the user to 
completely prepare selection of the communication and stores requirements to effect 
the delivery the communication, it is noted that Greco teach this feature. Specifically, 
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Greco teaches a database accessible by the user; said database resides in said service 
provider server remotely from the user computer [0080]; wherein said database 
contains information relating to processing and delivery of a document (communication) 
by Internet-based document-related services (special service) [0012]-[0014]; [0051]; 
said information further includes delivery information and instmctions [0089]; and 
identities of various service providers and links to web-sites of said various service 
providers [0084]. 

In response to the applicant's argument that the prior art does not teach 
that the communication is automatically prepared in compliance with the requirements 
of the delivery by the special service and automatically mailed by the special service via 
the computer accessible site, it is noted that Heston teaches that a client accesses a 
Web site to select a document that he wants to prepare, and enters information 
necessary to create the document [0105]; [0025]; [0006]. As per mailing step, Greco 
teaches this feature [0040]. 

In response to the applicant's argument that the prior art fails to teach the step of 
inputting information into said database regarding demographics or the user, and 
selecting a geographical region within which the communication is to be delivered and 
preparing the communication according to selection of the geographical region, it is 
noted that Greco teaches inputting user unique infomiation into the database via the 
user computer; wherein services recommended are selected based on a location (e.g., 
city, state, country) [0082]; [0084]; thereby indicating utilizing demographic and /or 
geographical information; selecting a type of communication by one of the users [0062]; 
[0084]; and automatically delivering an item by one of said document-related service 
[0069]. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
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where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347. 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, both references 
relate to providing document related services over the Internet. The motivation to 
combine modify Greco to include that said remote database, residing in said service 
provider server, includes forms which are used for creation of a document, as disclosed 
in Heston, would be to simplify a whole process of creation of a document and 
delivering it to a recipient. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the nnailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication should be directed to Igor Borissov at 
telephone number (571 ) 272-6801 . 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
Supervisor, John Hayes, can be reached at (571 ) 272-6708. 
Any response to this action should be mailed to: 

Commissioner of Patents and Trademarl<s 
Washington D.C. 20231 
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or faxed to: 

(703) 872-9306 [Official communications; including After Final 
communications labeled "Box AF"] 
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